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What is Intellectual Property?

• "Intellectual property" ("IP") is a catch-all term that 
includes patents, trademarks, copyrights, and trade 
secrets. 

• In the most general terms, IP is any product of the 
human mind which the law protects against 
unauthorized use by others.

• "Congress shall have power...to promote the progress of science 
and useful arts by securing for limited times to authors and 
inventors the exclusive right to their respective writings and 
discoveries."  Article I, Section 8 U.S. Constitution.



Why is IP Important?

• Fend off Aggression from Competitors
• Higher Value Products
• Negotiation Leverage and negotiating power 

with Suppliers & Customers
• Deal Leverage for Acquisitions or Spinouts
• Stronger and sustainable  Market Position
• Better Access to Capital and startup funding
• Prestige for Company & Its Employees



Key Areas of IP for Engineering

• PATENTS
– Broad Protection for Technology that must be 

shared with public and, as a result, could easily be 
learned and duplicated

• TRADE SECRETS
– Variable Levels of Protection for Information, 

Techniques and Know-How that must be kept 
confidential in order to be valuable



Reasons for Researching Patents

• Understand state of art in field 
• Ascertain room for innovation in field
• Obtain better understanding of competitors’ products –

what legally protected features to avoid in your design 
• Avoid infringement of other companies’ patents when 

designing one’s products and services
• Conduct prior art searching to ‘reality check’ novelty of 

an invention when compared to the prior art
• Make informed licensing, joint development and other 

corporate transactional decisions
• Obtain better understanding of strategic business options
• Bring focus to your design into a novel white space!



Patents – Subject Matter
• Any person who “invents or discovers any new and 

useful process, machine, article of manufacture, or 
composition of matter, or any new and useful 
improvement thereof, may obtain a patent,” subject 
to the conditions and requirements of the federal 
patent laws

• Interpretations of the statutory requirement by the 
courts have more carefully defined the limits of 
patentable subject matter; thus it has been held that 
laws of nature, physical phenomena, and abstract 
ideas are *not* patentable 



Patents – Standards for Obtaining

• An invention must be “new”, “useful” and “non-
obvious” in order to be patentable

• NON-OBVIOUSNESS:
– “obvious to a person having ordinary skill in the art” (i.e., the 

area of technology related to the invention)

From a business perspective, your invention should 
be creating a competitive advantage over the 
prior art.



Patents – Standards for Obtaining

NOVELTY:

– an invention cannot be patented if: “(a) the 
invention was known or used by others in this 
country, or patented or described in a printed 
publication in this or a foreign country, before the 
invention thereof by the applicant for patent,” or 
“(b) the invention was patented or described in a 
printed publication in this or a foreign country or in 
public use or on sale in this country more than one 
year prior to the application for patent in the United 
States . . .” 



Patents – Standards for Obtaining

NON-OBVIOUSNESS

– Determining the scope and contents of the art when the 
invention was made;

– Ascertaining the differences between that art and the 
claim(s) at issue;

– Resolving the level of ordinary skill (POSITA) in the 
pertinent art when the invention was made; and

– Considering objective evidence present in the 
application indicating obviousness or non-obviousness 
when the invention was made.

http://inventingpatents.com/evidence-patentability-objective-indicia/


Patents – Standards for Obtaining
Obviousness Secondary Considerations

• Commercial success of products covered by the 
patent claims;

• A long-felt need for the invention;
• Failed attempts by others to make the invention;
• Copying of the invention by others;
• Unexpected results achieved by others;
• Praise of the invention;
• The taking of licenses under the patent by others;
• Expressions of surprise by experts at the making of 

the invention; and



The Issued Patent
• Takes 1½ to 5+ years for a patent to issue from time 

of original application filing
• Is effective as a property right from date of issuance
• Confers exclusive right to owner to make, have 

made, use, sell, offer for sale or import patented 
invention or products/services incorporating 
invention (i.e., right to exclude others from doing 
such things)

• Typically, patents endure for 20 years from the date 
of earliest application filing



Structural Parts of a Patent
• Title
• Abstract
• Background of the Invention
• Brief Summary of the Invention
• Description of Drawings
• Detailed Specifications of the Invention 
• Claims
• Prototype – Reduction to practice



Cover Page or Front Page
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Abstract
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Drawing (not 
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Front Page Basics
• U.S. No. 5,164,839
• Is it a patent or an 

application
• Is the patent owned by the 

Inventor(‘s) or Assignee
• How many prior art 

references were cited
• Did the examiner or the 

applicant identify the prior 
art

• Number of claims



What is the Patent’s Specification?

• The specification must set forth the 
precise invention for which a 
patent is solicited, in such manner 
as to distinguish it from other 
inventions and from what is old 

• It literally must “teach” one skilled 
in the art how to practice, make or 
recreate the invention

• Includes statements re field of the 
invention, problem addressed or 
solved by the invention, and detail 
regarding the solution comprising 
the invention



What is the Patent’s Specification?

• It must describe completely a 
specific embodiment of the 
process, machine, manufacture, 
composition of matter or 
improvement invented, and 
must explain the mode of 
operation or functional principle 
whenever applicable

• Detailed written description 
typically corresponds to 
illustration(s) of invention 
and/or prior art through 
numerical annotations 

• It must set forth the best mode 
contemplated by the inventor 
for carrying out the invention



Specification - The Drawings
Column 35,164,839



Patent Claims Basics
• Describes legal rights of the patent owner
• At least 1 claim in a patent
• At least 1 independent claim in a patent
• Beneficial to have dependent claims

o Interpreted in the context of parent claim
o Narrower in scope but makes infringements fit 

your claims better

Independent claim Dependent claim



Claims Basics cont.
• Structure of claims

o Preamble
 Sets up general technical environment

o Transitional phrase
 “comprises of”, “consisting of”, “consisting essentially of”

o Main body
 Lists main components of the invention in a legal form

• To construe a claim = to understand the scope 
of the owner’s exclusive rights
o Scope directly impacts strength of the patent



What are the Patent’s Claims?
• The specification must conclude 

with a claim or claims 
particularly pointing out and 
distinctly claiming the subject 
matter which the applicant 
regards as the invention 

• The portion of the patent 
setting forth the claim or claims 
is an important part of the 
patent, as it is the claims that 
define the scope of the legal 
protection afforded by the 
patent and around which 
questions of infringement are 
judged by the courts 

5,164,839 Column 13



What are Patent Claim Types?
4,963,995 Columns 10-11 5,164,839 Column 13



Dependent Claims
• More than one claim may be 

presented provided they differ 
substantially from each other and are 
not unduly multiplied. One or more 
claims may be presented in 
dependent form, referring back to 
and further limiting another claim or 
claims in the same application. Any 
dependent claim which refers back 
to more than one other claim is 
considered a “multiple dependent 
claim.” 

• The claim or claims must conform to 
the invention as set forth in the 
remainder of the specification and 
the terms and phrases used in the 
claims must find clear support or 
antecedent basis in the description 
so that the meaning of the terms in 
the claims may be ascertainable by 
reference to the description. 

5,164,839 Column 13



Published Applications vs. Issued Patents

• Most patent applications published 18 months 
from filing date

• Published applications contain information 
(specification, claims, diagrams) as initially 
filed
– Subject to alteration during examination process

• Constitute most up-to-date and often relevant 
prior art
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